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DETAILED ACTION 
Status of Claims 

Claims 1-27 remain pending and are again presented for examination. 

Response to Arguments 

1. Applicant's amendment filed 6 January 2006, with respect to the Objection of claims 10 
and 27, has been withdrawn due to Applicant's amendment. 

2. Applicant's amendment filed 6 January 2006, with respect to the rejection under 35 
U.S.C. section 112 has been withdrawn due to Applicant's amendment. 

3. Applicant's arguments filed 6 January 2006, with respect to rejections under 35 U.S.C. 
section 103 as being unpatentable over Ricci in view of Ferguson et al. have been fully 
considered and are not persuasive. 

4. Applicant's arguments filed 6 January 2006 have been fully considered but they are not 
persuasive. In response to applicant's argument (with respect to claims 1-6, 9-14, 17-22and 26- 
27) that there is no suggestion to combine the references, the examiner recognizes that 
obviousness can only be established by combining or modifying the teachings of the prior art to 
produce the claimed invention where there is some teaching, suggestion, or motivation to do so 
found either in the references themselves or in the knowledge generally available to one of 
ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In 
re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, one of ordinary skill in 
the art would have been led to combine Ricci and Ferguson et al. in view of the fact that both 
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references are directed to providing on-line content to users. Also, Ricci and Ferguson et al. are 
both related to charging users fees for downloading the content. Ricci discloses users 
downloading a file will pay the appropriate royalty. Paying the appropriate royalty recoups the 
costs to the content provider for distributing the files, who must then compensate the content 
creator for use of their content. Ferguson et al. discloses paying content providers who supply 
valuable information desired by users of the online service. The action of paying the content 
providers for supplying the information is in essence compensating the content providers for 
distributing the files. Recouping the costs of distributing the content to users is a form of 
increasing the profitability of the service, which allows the content provider to maintain their 
content distribution service. Therefore, someone of ordinary skill in the art would be led to 
combine Ricci and Ferguson et al. 

5. Applicant's arguments filed 6 January 2006 have been fully considered but they are not 
persuasive. In response to applicant's argument (with respect to claims 3, 11, 19 and 26-27) that 
there is no suggestion to combine the references, the examiner recognizes that obviousness can 
only be established by combining or modifying the teachings of the prior art to produce the 
claimed invention where there is some teaching, suggestion, or motivation to do so found either 
in the references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 
F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, one of ordinary skill in the art would 
have been led to combine Ricci and Ferguson et al. in view of the fact that both references are 
directed to providing on-line content to users using other client nodes (affiliate servers). Also, 
Ferguson et al. discloses third party content providers may be paid when that content provider 
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supplies valuable information desired by users of the online service. In other words, the online 
service pays the affiliate server owner in order to retain them for the purpose of supplying other 
users with content through their client nodes. 

6. Applicant argues that Ricci teaches away from subscription services. Examiner notes 
that Ricci does not teach away from subscription services. Ricci merely states that collecting 
royalties without charging subscription fees is an alternative form of levying fees. Ricci actually 
discloses that the royalty may be a traditional charge (i.e. subscription fees or any other form of 
charging a user) (Para. 30). 

7. Applicant argues (with respect to claims 1, 9, 17, 25 and 26) that Ricci does not disclose 
charging a fee based on a quantity of content served. Examiner notes that Ricci does disclose 
charging a fee based on a quantity of content served, Ricci states that the royalties (fees) are 
based on the number of uses (quantity is equivalent to the number of uses) (Para. 53). 

8. Applicant argues (with respect to claims 3, 1 1 and 19) that Ferguson does not disclose 
paying owners of the affiliate servers a percentage of the fee charged for serving the content. 
Examiner notes that Ferguson et al. does disclose paying owners of the affiliate servers. Content 
providers are affiliate server owners, where users can download content from the content 
provider node (Col. 9, lines 2-9). 

9. Applicant's arguments filed 6 January 2006 have been fully considered but they are not 
persuasive. In response to applicants argument (with respect to claims 7, 8, 15, 16 and 23-25) 
that there is no suggestion to combine the references, the examiner recognizes that obviousness 
can only be established by combining or modifying the teachings of the prior art to produce the 
claimed invention where there is some teaching, suggestion, or motivation to do so found either 
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in the references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 
F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, one of ordinary skill in the art would 
have been led to combine Ricci and Ferguson et al. in view of the fact that both references are 
directed to charging users of the on-line content. Also, Ferguson et al. discloses a fee setting 
system, where fees are levied on content providers who submit advertisements when user's 
accesses the content provider's information. Therefore, it would have been obvious to one of 
ordinary skill in the art at the time of applicant's invention to modify the method of Ricci and 
include levying fees on marketing content providers on a cost per click and cost per acquisition, 
because it allows the on-line service to levy a variable fee on the marketing provider based on 
the amount users access the marketing content provider's information (Col. 31 lines 8-12). 
10. Applicant's arguments with respect to the obviousness type double patenting rejection are 
taken into consideration. However, Examiner maintains the obviousness type double patenting 
rejection until further prosecution of the both applications has been conducted. 

Claim Rejections - 35 USC § 103 
1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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2. Claims 1-6, 9-14, 17-22, 26, and 27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ricci, Pub. No. US2002/0062290 Al in view of Ferguson et al., U.S. Patent 
No. 5,819,092. 

As per Claims 1, 9 and 17 , Ricci discloses a method for generating revenue in a peer-to- 
peer file delivery network, the network including at least one server node and multiple client 
nodes, the method comprising the steps of: 

(a) enabling peer-to-peer file sharing of content by, 

- (i) initiating on one client node a download of a particular content item served from 
the server node or another client node, and 

- (ii) charging a fee based on a quantity of the content served (Para. 22, 53); and 

(b) enabling decentralized downloads of subscription-based content by 

- (i) allowing the client nodes to subscribe to one or more of the subscription-based 
content (Para. 57, 61), 

- (ii) periodically sending the subscribed to subscription-based content to each the 
respective subscribing client nodes (Para. 40). 

Nonetheless, Ricci fails to disclose charging a fee to providers of the subscription-based content 
for serving the subscription-based content. However, Ferguson et al. teaches levying fees on 
content providers for transactions with the users (Col. 4, lines 53-60). Therefore, it would have 
been obvious to one of ordinary skill in the art at the time of applicant's invention to modify the 
method of Ricci and charge a fee to subscription-based content providers for transmitting their 
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content as taught by Ferguson et al. because charging users and content providers a fee would 
greatly increase profitability of the file sharing service. 

As per Claims 2, 10, 18 , Ricci further discloses a method of providing direct marketing 
by sending marketing content to the client nodes from the server node as well as from other 
client nodes (Para. 65, lines 1-8). Ricci fails to disclose charging a fee to providers of the 
marketing content. However, Ferguson et al. teaches charging a fee to providers of the 
marketing content (Col. 14, lines 30-3 1). Therefore, it would have been obvious to one of 
ordinary skill in the art at the time of applicant's invention to modify the method of Ricci to 
include charging marketing content providers a fee as taught by Ferguson et al. because charging 
marketing content providers a fee would greatly increase profitability of the file sharing service. 

As per Claims 3, 11, and 19 , Ricci further discloses a method enabling client nodes to 
become affiliate servers that deliver content to other client nodes (Para. 30). Ricci fails to 
disclose paying owners of the affiliate servers a percentage of the fee charged for serving the 
files. However, Ferguson et al. teaches paying the user of the service (Col. 9, lines 2-9). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time of applicant's 
invention to modify the method of Ricci to include paying users of the affiliate servers a portion 
of the fee charged for serving the files as taught by Ferguson et al. because paying owners of the 
affiliate servers would increase retention of the affiliate server owners. 
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As per Claims 4-6, 12-14, and 20-22 , Ricci further discloses a method including the 
steps of charging a fee from a user of the initiating client node for the download of the fee-based 
content (Para. 22, 53). Ricci fails to disclose charging a fee from a provider of the free content 
for serving the free content. However, Ferguson et al. teaches charging content providers a fee 
(Col. 4, lines 53-60). Therefore, it would have been obvious to one of ordinary skill in the art at 
the time of applicant's invention to modify the method of Ricci to include charging content 
providers a fee for serving the free content as taught by Ferguson et al. because charging content 
providers a fee would greatly increase profitability of the file sharing service. 

As per Claims 26, and 27 , Ricci discloses a system for generating revenue in a peer-to- 
peer file delivery network, the network including at least one server node and multiple client 
nodes, the method comprising the steps of: 

- means for enabling peer-to-peer file sharing of content whereby one client node 
initiates a download of a particular content item served from the server node or 
another client node (Para. 18), and 

- wherein a fee is charged based on a quantity of the content served (Para. 22, 53); 

- means for providing direct marketing to client nodes such that marketing content is 
send to the client nodes from the server node as well as from other client nodes 
(Para. 65, lines 1-8), 

- means for enabling client nodes to become affiliate servers that deliver content to 
other client nodes (Para. 30), 

Nonetheless, Ricci fails to disclose: 
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- means for enabling decentralized downloads of subscription-based content that the 
client nodes subscribe to in order to receive periodic updates, wherein a fee is charged 
to providers of the subscription-based content for serving the subscription-based 
content to the client nodes; 

- owners of the affiliate servers are paid a percentage of the fee charged for serving the 
files. 

- a fee is charged to providers of the marketing content. 

However, Ferguson et al. teaches users of the system receive periodic updates; levying fees on 
content providers for transactions with the users; paying users of affiliate servers for serving the 
files, and finally teaches charging marketing content providers a fee (Col. 15, lines 7-11; Col. 4, 
lines 53-60; Col. 14, lines 30-31; Col. 9, lines 2-9). Therefore, it would have been obvious to 
one of ordinary skill in the art at the time of applicant's invention to modify the method of Ricci 
and include providing periodic updates to users, levying fees on content providers, and to pay 
owners of affiliate servers for serving the files as taught by Ferguson et al. because charging 
content providers a fee would greatly increase profitability of the file sharing service. Also, 
paying owners of affiliate servers because paying owners of the affiliate servers would increase 
retention of the affiliate server owners. 

3. Claims 7, 8, 15, 16, 23-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Ricci, Pub. No. US2002/0062290 Al in view of Ferguson et al., U.S. Patent No. 5,819,092 as 
applied to claims 1, 9, and 17 above, and further in view of Applicants admission of the prior art. 
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As per Claims 7, 15, and 23 , Ricci fails to disclose a method of charging a fee from the 
provider of the marketing content based on a cost per click. However, Applicant discloses that 
this feature is old and well known, see Specification, Page 11, lines 8-11. Therefore, it would 
have been obvious to one of ordinary skill in the art at the time of applicant's invention to 
modify the Ricci and include charging a fee from the marketing content provider based on a cost 
per click as disclosed by Applicant. By Applicant's own admission, the feature of charging a fee 
from the provider of the marketing content based on a cost per click is admitted prior art. 

As per Claims 8, 16, and 24 , Ricci fails to disclose a method of charging a fee from the 
provider of the marketing content based on a cost per acquisition. However, Applicant discloses 
that this feature is old and well known, see Specification, Page 1 1 , lines 8-11. Therefore, it 
would have been obvious to one of ordinary skill in the art at the time of applicant's invention to 
modify the Ricci and include charging a fee from the marketing content provider based on a cost 
per acquisition as disclosed by Applicant. By Applicant's own admission, the feature of 
charging a fee from the provider of the marketing content based on a cost per acquisition is 
admitted prior art. 

As per Claim 25 , Ricci fails to disclose a method for providing subscription-based 
decentralized file downloads to client nodes in a peer-to-peer public network, each of the client 
nodes affiliated with a user account, the method comprising the steps of: 

(b) allowing the client nodes to subscribe to one or more of the content files 

(Para. 57,61); 
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- (c) periodically delivering the particular content files to the respective clients nodes 
that subscribed to the content files (Para. 40); 

- (f) charging the user accounts of the client nodes that received fee-based subscription 
content files (Para. 22, 53). 

Nonetheless, Ricci fails to disclose: 

- (a) receiving content files from at least one content provider, the content including 
free subscription content files, fee-based subscription content files, and marketing 
content files; 

- (d) charging the content provider a fee for delivering the content files to the client 
nodes over the network. 

However, Ferguson et al. teaches receiving content files from content providers; and also 
charging content providers a fee for serving the content files to the users (Col. 4, lines 53-60). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time of applicant's 
invention to modify the method of Ricci and include receiving content files from content 
providers and charging content providers a fee for serving the files as taught by Ferguson et al. 
because charging a variety of content providers a fee would greatly increase profitability of the 
file sharing service. Ricci and Ferguson et al. nonetheless fail to disclose charging the content 
provider a fee for the marketing content files based on a number of users that access the 
marketing content files once downloaded. However, Applicant discloses that this feature is old 
and well known, see Specification, Page 11, lines 8-11. Therefore, it would have been obvious 
to one of ordinary skill in the art at the time of applicant's invention to modify the Ricci and 
include charging content provider a fee based on the number of users to access the content as 
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disclosed by Applicant. By Applicant's own admission, the feature of charging a fee from the 
provider of the marketing content based on a cost per acquisition is admitted prior art. 



Double Patenting 

4. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re LongU 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 
CFR 3.73(b). 



5. Claims 1-27 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 16 and 17 of copending 
Application No. 09/814319 in view of Ferguson et al., U.S. Patent No. 5,819,092. 

This is a provisional obviousness-type double patenting rejection. 
Although the conflicting claims are not identical, they are not patentably distinct from each 
other. Claims 16 and 17 of Application No. 09/814319 recite: 
A peer-to-peer file delivery network, comprising: 
at least one server node; 

multiple client nodes coupled to the server node over the network, each of the client 
nodes running a client application, wherein the client application works and operates 
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in conjunction with the server node to enable secure and reliable peer-to-peer file 
sharing between two client nodes by, 
enable secure and reliable peer-to-peer file sharing between two client nodes by, 
generating account information for a user of each client node, including a 
digital certificate, in response to a registration process, wherein the digital 
certificate includes a private key and a public key, 

- in response to a file being selected for publication on a first client node by 
a first user, 

- generating and associating a digital fingerprint with the file, 

- generating a bitstream ID for the file and including the bitstream ID in 
the fingerprint, and 

- using the user's private key to generate a digital signature from the 
file and including the digital signature in the fingerprint. 

adding an entry for the file to a search list of shared files on the server 

- node and storing the fingerprint on the server, 

- in response to a second client node selecting the file from the search list 
on the server node, automatically transferring the file from the first client 
node directly to the second client node, and 

authenticating the file by the second client node by generating a new 
bitstream ID, comparing the new bitstream ID to the bitstream ID in the 
fingerprint stored on the server, and using the user's public key to decrypt the 
digital signature to determine the authenticity and reliability of the file and 
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publisher. 

The network of claim 17 wherein the client application operates in conjunction with the server 
node to enable subscription-based decentralized file downloads to the client nodes by 

- allowing the client nodes to subscribe with the server node to periodically receive 
copies of one of the files, 

- when providing a current subscribing client node with the file, locating the closest 
client node containing the file, and 

- transferring the file from the closest node directly to the current subscribing node, 
thereby efficiently utilizing bandwidth. 

Claims 16 and 17 of Application No. 09/814319 differs since it further recites additional claim 
limitations including generating account information for a user of each client node, including a 
digital certificate; authenticating the file by the second client node by generating a new bitstream 
ID; and allowing client nodes to subscribe with the server node to periodically receive copies of 
one of the files. However, it would have been obvious to one of ordinary skill in the art at the 
time of applicant's invention to modify claims 16 and 17 of Application No. 09/814319 by 
removing the limitations directed to generating account information, authenticating a file using a 
bitstream, and allowing client nodes to subscribe with the server node resulting generally in the 
claims of the present application since the claims of the present application and the claims 
recited in Application No. 09/814319 actually perform a similar function. It is well established 
that the omission of an element and its function is an obvious expedient if the remaining 
elements perform the same function as before. 
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Also, claims 16 and 17 of Application No. 09/814319 differ since they fail to recite a 
method for charging a fee to providers and users of the subscription-based content, either for 
serving the subscription-based content to the users or for receiving the content. Ferguson et al. 
teaches a method for levying fees against both users and content providers in an online system 
(Col. 4, lines 53-67). Therefore, it would have been obvious to one of ordinary skill in the art at 
the time of applicant's invention to modify claims 16 and 17 of Application No. 09/814319 and 
include the method of charging a fee to providers and users of the subscription-based content as 
taught by Ferguson et al. because charging users and content providers a fee would greatly 
increase profitability for the service. 



Conclusion 

1 1 . THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 



Application/Control Number; 09/963,812 



Page 16 



Art Unit: 3639 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Fadey S. Jabr whose telephone number is (571) 272-1516. The 
examiner can normally be reached on Mon. - Fri. 7:30am to 4:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Hayes can be reached on (571) 272-6708. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Fadey S Jabr 
Examiner 
Art Unit 3639 




FSJ 
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Please address mail to be delivered by the United States Postal Service (USPS) as 
follows: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

or faxed to: 

(571) 273-1516 [Informal/Draft communications, labeled "PROPOSED" or "DRAFT"] 

Hand delivered responses should be brought to the Customer Service Window, Randolph Building, 401 
Dulany Street, Alexandria, VA 22314 



